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~ 77?e MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

Responsive to communication(s) filed on 22 December 2003 . 
2a)M This action is FINAL. 2b)D This action is non-final. 

3) P Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) I3 Claim(s) 1-37 is/are pending in the application. 

4a) Of the above claim(s) 6-11. 13-17. 19-31 and 33-37 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) M Claim(s) 1-5. 12, 18 and 32 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)\3 objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
Priority under 35 U.S.C. §§119 and 120 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (0- 

a)D All b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

1 3) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application) 

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet. 
37 CFR 1.78. 

a) □ The translation of the foreign language provisional application has been received. 

1 4) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 1 20 and/or 1 21 since a specific 

reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1 .78. 

Attachment(s) 

1) □ Notice of References Cited (PTO-892) 4) O Interview Summary (PTO-413) Paper No(s). . 

2) LH Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) d Notice of Informal Patent Application (PTO-152) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 
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Status of the Claims 

1 . The Office acknowledges receipt of Applicants Response; dated 22 December 
2003. 

2. Claims 1-37 are pending. Applicant has amended claim 18. Claims 1-5, 12, 18, 
and 32 are examined in the instant Action. Claims 6-11,13-17,1 9-31 and 33-37 are 
withdrawn as being drawn to nonelected inventions. This action is made FINAL 
necessitated by Applicant's amendment. 

3. All rejections not addressed below have been withdrawn. 

4. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claim Rejections - 35 USC § 112-second 

5. Claims 1, 2, 4, 5, 12 and 18 remain rejected under 35 U.S.C. 112-2 nd , for reasons 
of record. 

Claim 1 was rejected as indefinite in that it recites a sequence encoding a "PAPII 
protein", and Applicant says (p 7) that "PAPII protein" also includes mutants or 
analogues of the wild-type polypeptide such as fragments and amino acid substitutions 
and /or deletions. Defined this way, PAPII protein is indefinite; it can means many 
different things and is unclear because the metes and bounds of such a claim cannot be 
defined. 

Applicant traverses, stating primarily that the definition of this recitation is not 
confined to page 7, rather it is set for the in the disclosure beginning on page 5 through 
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page 9, in terms of its structure and function. Applicant further alleges that the claim 
recitation at issue embraces "mutants or analogs", thus making the claim broader rather 
than narrower, and does not make the claim indefinite. Applicant states that persons 
skilled in the art would readily understand the meaning of the term in the present 
context in which it is used. Applicant's traversal has been considered and is 
unpersuasive because Applicant is arguing limitations not present in the claim. 

Claim 1 , drawn to a recombinant plant cell or plant thereof containing a DNA 
molecule comprising a sequence encoding a PAP II protein, remains rejected for 
reasons of record. This claim is ambiguous: it can be a Pytolacca Americana cell 
transformed with a heterologous DNA, or any plant cell comprising a heterologous DNA 
encoding any PAP II protein. Dependent claims 2, 4, 5, and 12, also remain rejected. 

In claim 4, the recited "PAPII (1-285)" needs a SEQ ID NO: inserted into the 
claims as an identifier. Applicant traverses saving primarily that the claim recitation is 
clearly defined on page 5,lines 30-31 . Applicant's traversal is unpersuasive . The 
definition of PAP II on page 5 is not limited. 

In claim 5, a "mutant" PAPII is unclear because the metes and bounds of such a 
claim cannot be defined. A "mutant" can encompass deletions, substitutions, additions, 
rearrangements, replacements, and combinations thereof. Applicant traverses, stating 
primarily that this claim recitation would be clear and definite to person in the art. 
Applicant's traversal is unpersuasive . The activity and the structure of the claimed 
protein is lacking. 
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Claims 5 and 18, reciting an "intact" catalytic active site amino acid residue, are 
unclear. What is "intact"? The active site? The amino acid residue? Or something 
else. Applicant traverses, stating primarily that "intact" is clear in that whatever 
deletion, substitution, etc., that mutation does not involve the E172 residue. Applicant 
traverses, stating primarily A response, page 7) with respect to the rejection of claims 5, 
4, and 18 as being unclear because of the meaning of the numbers in parentheses, the 
specification clearly indicated that the parenthetical recitations are a shorthand notation 
for the specific amino acid residues for amino acid sequence contained within SEQ ID 
NO: 4, set forth in Table 2 of the specification. Applicant's traversal has been 
considered and is unpersuasive the recited sequence information of Table 2, shows at 
position 172, a T residue (threonine). An E (glutamate) residue is just upstream, but not 
at position 172. 

Claim Rejections - 35 USC § 112, first paragraph 
Written description 

6. Claims 1-5, 12, 18, and 32 remain rejected under 35 U.S.C. 112, first paragraph, 
as containing subject matter which was not described in the specification in such a way 
as to reasonably convey to one skilled in the relevant art that the inventor(s), at the time 
the application was filed, had possession of the claimed invention. 

Claim 1 is drawn to a recombinant plant cell or part thereof containing a DNA 
molecule comprising a sequence encoding a PAP II protein. Applicant says (p 7) that 
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"PAPII protein" also includes mutants or analogues of the wild-type polypeptide such as 
fragments and amino acid substitutions and /or deletions. There is no structural 
description, of what comprises the PAP II protein, and there is no functional requirement 
or description. Applicants are claiming a genus of sequences, yet there is no 
description of the structural features or the functional features that define the genus. 
Applicant traverses saving primarily that the Examiner has offered no reasoning or 
evidence as to why these teachings fail to provide written description support for these 
claims. Applicant's traversal is unpersuasive . Applicant has failed to provide the 
required support. Applicant should note that claims 1-2, 4, 5, 12 and 18 are not limited 
claims. 

Claim 5 is drawn to a recombinant plant cell containing a DNA molecule 
comprising a sequence encoding a PAP II protein, where in the sequence encodes a 
"mutant PAPII protein that has intact catalytic active site amino acid residue (E172) and 
exhibits anti-viral and/or anti-fungal activity. There is no structural description, other 
than the intact E172, of what comprises the mutant Papll. Applicants are claiming a 
genus of sequences, yet there is no description of the structural features that define the 
genus. Applicant traverses saving primarily that the Examiner has offered no 
reasoning or evidence as to why these teachings fail to provide written description 
support for these claims. Applicant's traversal is unpersuasive . Applicant has failed to 
provide the required support. Applicant should note that claims 1-2, 4, 5, 12 and 18 are 
not limited claims. 

Claim 18 is drawn to a DNA molecule comprising a sequence encoding a PAP II 
protein, where in the sequence encodes a PAPII protein that has intact catalytic active 
site amino acid residue (E172) and exhibits anti-viral and/or anti-fungal activity. There 
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is no structural description, other than the intact E172, of what comprises the Pap II. 
Applicants are claiming a genus of sequences, yet there is no description of the 
structural features that define the genus. Applicant traverses saving primarily that the 
Examiner has offered no reasoning or evidence as to why these teachings fail to 
provide written description support for these claims. Applicant's traversal is 
unpersuasive . Applicant has failed to provide the required support. Applicant should 
note that claims 1-2, 4, 5, 12 and 18 are not limited claims. 



Remarks 

7. SEQ ID NO: 3 is known in the prior art. . 

8. No claims are allowed. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Georgia L. Helmer whose telephone number is 703-308- 
7023. The examiner can normally be reached on 8:30 - 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Amy Nelson can be reached on 703-306-3218. The fax phone numbers for 
the organization where this application or proceeding is assigned are 703-308-4242 for 
regular communications and 703-308-4242 for After Final communications. 
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Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
0196. 
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